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UNITED STATES PATENT AND TRADEMARK OFFICE
____________
BEFORE THE PATENT TRIAL AND APPEAL BOARD
____________
Ex parte RAJEEV PANDEY and MATTHEW FARINA
____________
Appeal 2018-006424
Application 14/170,404
Technology Center 2400
____________

Before ROBERT E. NAPPI, DENISE M. POTHIER, and
JOHN A. EVANS, Administrative Patent Judges.
POTHIER, Administrative Patent Judge.

DECISION ON APPEAL
STATEMENT OF THE CASE
Appellant 1,2 appeals under 35 U.S.C. § 134(a) from the rejections of
claims 1–12 and 16–25. Appeal Br. 6. Claims 13–15 have been canceled.
Id. at i (Claims App’x). We have jurisdiction under 35 U.S.C. § 6(b).

1

Throughout this opinion, we refer to the Final Action (Final Act.) mailed
June 23, 2017, the Appeal Brief (Appeal Br.) filed November 2, 2017, the
Examiner’s Answer (Ans.) mailed April 5, 2018, and the Reply Brief (Reply
Br.) filed June 5, 2018.
2
We use the word “Appellant” to refer to “applicant” as defined in 37
C.F.R. § 1.42. Appellant identifies the real party in interest as EntIT
Software LLC. Appeal Br. 1.
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We AFFIRM IN PART.
As background to this proceeding, the Specification states:
An application can exist on a shared pool of resources, referred
to herein as a ‘cloud’ for access by a client computer. . . . The
resources of the cloud can be virtual instances of resources,
such as a virtual machine instance. The cloud can be structured
. . . to provide [a] service based on a cloud service model, such
as software as a service (“SaaS”), platform as a service
(“PaaS”), and infrastructure as a service (“IaaS”).
Spec. ¶ 1.
Appellant’s invention “relate[s] to orchestrating a cloud based on an
implementation selection.” Id. ¶ 8. One “cloud orchestration system can
comprise a solution engine, a configuration engine, and an implementation
engine.” Id., Abstract; see id. ¶¶ 10–20, 28, Figs. 4 (elements 404, 422,
406), 5 (elements 522, 506). “The solution engine can receive an
implementation selection of a service,” “the configuration engine can obtain
configuration information associated with the implementation selection,”
and “[t]he implementation engine can communicate with an endpoint of the
service based on the implementation selection and the configuration
information.” Spec., Abstract; see id. ¶¶ 10–20, 28, Fig. 4 (elements 404,
422, 406). Services include “communication, transmissions, software, [and]
storage” with a network of electronic devices. Id. ¶ 6.
Independent claim 1 reads as follows:
A cloud orchestration system comprising:
a processor; and
a non-transitory storage medium storing instructions
executable on the processor to:
cause presentation, by a marketplace, of a plurality
of solutions providing different services, each solution of
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the plurality of solutions including a respective plurality
of different implementation options;
receive user selection of a first solution of the
plurality of solutions, the first solution providing a first
service to be executed in a cloud, the first solution
comprising a specific set of operations accessible by a
user;
for the first solution, receive an implementation
selection responsive to selection by the user of a selected
implementation from a plurality of different
implementations of the first solution providing the first
service, the different implementations of the first solution
comprising a software as a service (SaaS)
implementation of the first solution, a platform as a
service (PaaS) implementation of the first solution, and
an infrastructure as a service (IaaS) implementation of
the first solution;
obtain configuration information relating to a
configuration of the selected implementation; and
communicate with an endpoint of the first service
based on the selected implementation and the
configuration information, the first service to allocate a
resource of the cloud based on the configuration
information and the selected implementation.
Appeal Br. i (Claims App’x).
We have reviewed the Examiner’s rejection in light of Appellant’s
arguments presented in this appeal. Arguments which Appellant could have
made but did not make in the Brief are deemed to be waived. See 37 C.F.R.
§ 41.37(c)(1)(iv)(2016).
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PATENT-ELIGIBILITY REJECTION
Claims 1–12 and 16–25 are rejected under 35 U.S.C. § 101 as being
directed to non-statutory subject matter. Ans. 3–6. The Examiner found that
claim 1 is directed to an abstract idea, which “describe[s] the concept of
providing a plurality of selections to a user for selection, configuring and
providing the user’s selections.” Id. at 4; id. at 3–4. The Examiner stated
the claim’s steps are similar to Affinity Labs v. Direct TV, 838 F.3d 1253
(Fed. Cir. 2016) and OIP Techs. v. Amazon.com Inc., 788 F.3d 1359 (Fed.
Cir. 2016). The Examiner identified various elements in claim 1 as
additional elements. Ans. 4–5. The Examiner further stated the additional
elements of “obtaining configuration information” and “receiving
information to implement the selected solution” are generic computer
functions that are well-understood, routine, and conventional activities. Id.
at 5. The Examiner concluded claim 1’s additional elements are not
sufficient to amount to significantly more than the judicial exception and do
not improve a computer’s functioning or other technology. Id. at 5–6.
Among other contentions, Appellant specifically points to the
Specification in asserting the claims address improving a computer’s
functionality by enhancing selections from among multiple implementation
options for a solution. Reply 4 (citing Spec. ¶ 8). Appellant further
contends claim 1 concerns deploying a service in a cloud in an improved
manner and does not just perform tasks related to communicating and
displaying content. Id. at 5. Appellant also asserts claim 1’s additional
features are sufficient to transform the claimed subject matter into a patenteligible application. Id. at 6–7, 10–11 (citing DDR Holdings, LLC v.
Hotels.com, L.P., 773 F.3d 1245, 1255 (Fed. Cir. 2014)).
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MAIN ISSUE
Under § 101, has the Examiner erred in rejecting independent claims
1, 6, and 11 by determining that the claims are directed to judicially
excepted, patent ineligible subject matter?

PRINCIPLES OF LAW
An invention is patent eligible if it claims a “new and useful process,
machine, manufacture, or composition of matter.” 35 U.S.C. § 101.
However, the Supreme Court has long interpreted 35 U.S.C. § 101 to include
implicit exceptions: “[L]aws of nature, natural phenomena, and abstract
ideas” are not patentable. Mayo Collaborative Servs. v. Prometheus Labs.,
Inc., 566 U.S. 66, 70 (2012) (brackets in original) (citing Diamond v. Diehr,
450 U.S. 175, 185 (1981)).
In determining whether a claim falls within an excluded category, we
are guided by the Supreme Court’s two-step framework, described in Mayo
and Alice. Alice Corp. v. CLS Bank Int’l, 573 U.S. 208, 217–18 (2014)
(citing Mayo, 566 U.S. at 75–77). In accordance with that framework, we
first determine what concept the claim is “directed to.” See Alice, 573 U.S.
at 219 (“On their face, the claims before us are drawn to the concept of
intermediated settlement, i.e., the use of a third party to mitigate settlement
risk.”); see also Bilski v. Kappos, 561 U.S. 593, 611 (2010) (“Claims 1 and 4
in petitioners’ application explain the basic concept of hedging, or protecting
against risk.”).
Concepts determined to be abstract ideas, and thus patent ineligible,
include certain methods of organizing human activity, such as fundamental
economic practices (Alice, 573 U.S. at 219–20; Bilski, 561 U.S. at 611);
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mathematical formulas (Parker v. Flook, 437 U.S. 584, 594–95 (1978)); and
mental processes (Gottschalk v. Benson, 409 U.S. 63, 69 (1972)). Concepts
determined to be patent eligible include physical and chemical processes,
such as “molding of rubber products” (Diehr, 450 U.S. at 193); “tanning,
dyeing, making water-proof cloth, vulcanizing India rubber, smelting ores”
(id. at 182 n.7 (quoting Corning v. Burden, 56 U.S. (15 How.) 252, 267–68
(185))); and manufacturing flour (Benson, 409 U.S. at 69 (citing Cochrane v.
Deener, 94 U.S. 780, 785 (1876))).
If the claim is “directed to” an abstract idea, we turn to the second
step of the Alice and Mayo framework, where “we must examine the
elements of the claim to determine whether it contains an ‘inventive
concept’ sufficient to ‘transform’ the claimed abstract idea into a patenteligible application.” Alice, 573 U.S. at 221 (quotation marks omitted). “A
claim that recites an abstract idea must include ‘additional features’ to
ensure ‘that the [claim] is more than a drafting effort designed to
monopolize the [abstract idea].’” Id. (quoting Mayo, 566 U.S. at 77).
“[M]erely requir[ing] generic computer implementation[] fail[s] to transform
that abstract idea into a patent-eligible invention.” Id.
In January 2019, the USPTO published revised guidance on the
application of § 101. 2019 Revised Patent Subject Matter Eligibility
Guidance, 84 Fed. Reg. 50 (Jan. 7, 2019) (“Revised Guidance”). Under the
Revised Guidance, we first look to whether the claim recites:
(1) any judicial exceptions, including certain groupings of abstract
ideas (i.e., mathematical concepts, certain methods of organizing
human activities such as a fundamental economic practice, or mental
processes) (Revised Guidance, 84 Fed. Reg. at 52–54); and
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(2) additional elements that integrate the judicial exception into a
practical application (see the Manual of Patent Examining Procedure
(MPEP) §§ 2106.05(a)–(c), (e)–(h)) (Revised Guidance, 84 Fed. Reg.
at 53–55).
Only if a claim (1) recites a judicial exception, and (2) does not integrate that
exception into a practical application (“Revised Step 2A”), do we then look
to whether the claim:
(3) adds a specific limitation beyond the judicial exception that is not
well-understood, routine, and conventional in the field (see MPEP
§ 2106.05(d)); or
(4) simply appends well-understood, routine, and conventional
activities previously known to the industry, specified at a high level of
generality, to the judicial exception.
See Revised Guidance, 84 Fed. Reg. at 56 (“Step 2B”).

ANALYSIS
This application has three independent claims that vary in scope: (1)
claim 1 recites a “cloud orchestration system” having a processor and nontransitory storage medium with instructions executable on the processor to
perform various functions; (2) claim 6 recites a “non-transitory computer
readable medium” having instructions executable by a system comprising a
processor to perform various functions similar to those in claim 1; and (3)
claim 11 recites a method “for orchestration of a cloud comprising” various
steps with similarities to claims 1 and 6. However, claim 1 recites “different
implementations” of a solution include SaaS, PaaS, and IaaS, whereas
claims 6 and 11 do not. Also, claims 1 and 6 recites a function that
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communicates with a service’s endpoint to allocate cloud resources, whereas
claim 11 does not. Claim 11, on the other hand, recites “instantiating . . . a
first solution providing the first service,” whereas claims 1 and 6 do not.
We address these claims individually, beginning with claim 11.
Claim 11 recites a “method for orchestration of a cloud” comprising:
causing, by a system comprising a processor,
presentation by a marketplace of a plurality of solutions
providing different services, each solution of the plurality of
solutions including a respective plurality of different
implementation options;
receiving, by the system, user selection of a first solution
of the plurality of solutions, the first solution providing a first
service to be executed in a cloud, the first solution comprising a
specific set of operations accessible by a user;
receiving, by the system, selection of a selected
implementation for the first solution providing the first service,
the selected implementation selected by the user from among a
plurality of different implementations of the first solution
providing the first service, the cloud configurable to provide the
first solution via a plurality of different configurations of the
cloud corresponding to the different implementations of the
first solution;
collecting, by the system, configuration information
relating to the configuration of the selected implementation;
instantiating, by the system, the first solution providing
the first service based on the selected implementation and the
configuration information; and
providing, by the system, connection information
associated with the first solution executed on the cloud to
provide the first service.
Appeal Br. iv (Claims App’x).
Alice Step One
Claim 11 recites a method, which falls within one of the categories set
forth in § 101. See Revised Guidance, 84 Fed. Reg. at 53–54. Despite falling
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within a statutory category, we must determine whether claim 11 as a whole
is directed to a judicial exception, namely an abstract idea. See Alice, 573
U.S. at 217. To this end, we determine (1) whether claim 11 recites a
judicial exception (“Revised Step 2A - Prong 1”) and, if so, (2) whether the
identified judicial exception is integrated into a practical application
(“Revised Step 2A – Prong 2”). See Revised Guidance, 84 Fed. Reg. at
52–55. If both elements are satisfied, the claim is directed to a judicial
exception under the first step of the Alice test. See id.
We identify claim 11’s specific limitations that recite a judicial
exception, and determine whether the identified limitations fall within
certain subject matter groupings, namely (a) mathematical concepts
(mathematical relationships, formulas, and calculations); (b) certain methods
of organizing human activity (e.g., fundamental economic practices,
commercial or legal interactions, managing personal behavior, or
relationships or interactions between people); or (c) mental processes (e.g.,
concepts performed in the human mind including an observation, evaluation,
judgment, or opinion). See Revised Guidance, 84 Fed. Reg. at 52.
When evaluating claim 11, its recited steps can be viewed as directed
to selecting (1) a solution from a plurality of presented solutions to provide a
service and (2) an implementation from a plurality of different
implementations for the selected solution to provide a service. See Ans. 4
(stating the steps “describe the concept of providing a plurality of selections
to a user for selection”), which fits within at least one of the above
categories of the agency’s guidelines as explained below.
For example, the step reciting “causing . . . presentation . . . of a
plurality of solutions providing different services” information could be
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done by a person merely writing down and showing the solutions that
provide different services—a step that can involve mere judgment and
logical reasoning. Cf. CyberSource Corp. v. Retail Decisions, Inc., 654 F.3d
1366, 1372–73 (Fed. Cir. 2011) (noting that a recited step that utilized a map
of credit card numbers to determine the validity of a credit card transaction
could be performed entirely mentally by merely using logical reasoning).
Accordingly, the “causing . . . presentation” step falls squarely within the
mental processes category of the agency’s guidelines and, therefore, recites
an abstract idea. See Guidance, 84 Fed. Reg. at 52 (listing exemplary mental
processes include judgment).
The step reciting “receiving” a “user selection of a first solution of the
plurality of solutions” in claim 11 could also be done by observing and
evaluating the solutions and mentally or writing down the selected
solution—a step that can involve mere observation, evaluation, and logical
reasoning. See Mortg. Grader Inc. v. First Choice Loan Servs., Inc., 811
F.3d 1314, 1324 (Fed. Cir. 2016) (holding a claim reciting, among other
things, selecting information, upon determining a borrower wishes to obtain
a loan, could be performed by humans without a computer). Similarly, the
step of “receiving” a “selection of a selected implementation for the first
solution providing the first service, the selected implementation selected by
the user from among a plurality of different implementations of the first
solution providing the first service” could be done by observing and
evaluating the implementations for the solution and mentally or writing
down the selected implementation. Accordingly, the “receiving” steps fall
squarely within the mental processes category of the agency’s guidelines
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and, therefore, recite an abstract idea. See Guidance, 84 Fed. Reg. at 52
(listing exemplary mental processes include observation and evaluation).
Finally, the additional steps “collecting” configuration information
and “providing” connection information could also be done by evaluating
and judging information mentally or writing down the information—steps
that can involve mere evaluation and judgment. Cf. CyberSource, 654 F.3d
at 1372–73.
Thus, although we agree with Appellant that claim 11 is not
sufficiently similar to Affinity Labs or OIP Techs (see Reply Br. 3–6), we
determine that claim 11 fall squarely within the mental processes category of
the agency’s guidelines and, therefore, recites an abstract idea. Claims 1 and
6 also recites similar functions to claim 11 identified above (e.g., executable
instructions to cause presentation of solutions, to receive user selection from
the presented solutions, to receive a selection of implementation for the
selected solution from a plurality of implementations for the solution, and to
obtain configuration information) and thus, the functions in claims 1 and 6
could be performed by observing, evaluating, and judging mentally or using
pen and paper as explained previously. Accordingly, the “cause
presentation,” “receive,” and “obtain” functions in claims 1 and 6 fall
squarely within the mental processes category of the agency’s guidelines
and, therefore, recites an abstract idea. See Guidance, 84 Fed. Reg. at 52.
We must further determine whether the identified judicial exception
for independent claims 1, 6, and 11 is integrated into a practical application
(“Revised Step 2A – Prong 2”). See Revised Guidance, 84 Fed. Reg. at
52–55, namely whether the claim applies, relies on, or uses the abstract idea
in a manner that imposes a meaningful limit on the abstract idea, such that
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the claim is more than a drafting effort designed to monopolize the abstract
idea. See id. at 54–55. To this end, we (1) identify whether there are any
additional recited elements beyond the judicial exception, and (2) evaluate
those elements individually and collectively to determine whether they
integrate the exception into a practical application. See id.
Starting again with independent claim 11, the recited (1) “cloud,” (2)
“system comprising a processor,” (3) service “to be executed in a cloud,” (4)
first solution executed “on the cloud,” and (5) step of “instantiating, by the
system, the first solution providing the first service based on the selected
implementation and the configuration information” are the elements beyond
the abstract idea. See Ans. 4–5. The Examiner found these limitations are
not sufficient to amount to more than the judicial exception because they
perform generic computer functions. Id. Appellant responds that the
claimed subject matter is directed to improving computer functionality
(Reply Br. 4–5 (citing Spec. ¶ 8)) and rooted in computer technology to
overcome a problem specifically arising in computer technology (id. at
10–11 (citing DDR Holdings, 773 F.3d at 1255). Upon review, we agree
with Appellant.
Additional elements that may integrate the exception into a practical
application include: (1) improving the computer itself; (2) improving another
technology or technical field; (3) implementing the abstract idea in
conjunction with a particular machine or manufacture that is integral to the
claim; (4) transforming or reducing a particular article to a different state or
thing; or (5) applying or using the abstract idea in some other meaningful
way beyond generally linking the abstract idea’s use to a particular
technological environment, such that the claim as a whole is more than a
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drafting effort designed to monopolize the exception. See Guidance, 84 Fed.
Reg. at 55 (citing MPEP §§ 2106.05(a)–(c), (e)).
Like DDR Holdings, 773 F.3d 1245, claim 11 does not merely recite
performing the identified mental processes known from pre-cloud world.
Instead, claim 11 and its recited “solution is necessarily rooted in computer
technology in order to overcome a problem specifically arising in the realm
of” cloud computing environment (id. at 1257) as Appellant explains (see
Reply Br. 3–4, 10–11).
To illustrate, the Specification states “[c]loud providers commonly
provide applications based on a single service model and restrict offerings
available under other implementations.” Spec. ¶ 7. Examples of a cloud
service model includes a software as a service (SaaS), a platform as a service
(PaaS), and an infrastructure as a service (IaaS). Id. ¶¶ 1, 7. The
Specification explains the present invention orchestrates a cloud based on an
implementation selection. Id. ¶ 8.
A cloud provider can orchestrate multiple service solutions
based on the implementation options available for the solution.
By centralizing implementation options and associated methods
of communication with the service, a cloud provider can
orchestrate the multiple solutions on a single cloud. By
creating a single interface to communicate with the service and
configuration, the customers of cloud service providers can
receive a service with a variety of implementation options and
select the implementation that fits the customer’s desires.
Id.
Claim 11 reflects the above-described improvement by (1)
“present[ing]” the user selections, including providing a plurality of
solutions and implementation options, (2) receiving the selections through a
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system (e.g., centralizing implementation options through an interface to
communicate with the service and configuration). Claims 1 and 6 recite
similar limitations. Appeal Br. i–ii (Claims App’x).
However, with exception of the recited “system comprising a
processor” and the “service to be executed in a cloud” in claim 11, these
features are arguably part of the identified judicial exception (e.g., part of the
mental processes). Appeal Br. iv (Claims App’x). As such, the noted
improvement may be considered an improvement to the identified abstract
idea itself, and the additional elements (e.g., system comprising a processor)
may be viewed as merely tools to implement the abstract idea and to link the
judicial exception generally to a particular technical environment (e.g., to a
cloud computing environment). See Alice, 573 U.S. at 223 (noting “a mere
recitation to a generic computer cannot transform a patent-ineligible abstract
idea into a patent-eligible invention” holding merely implementing a
mathematical principle on a general purpose computer is a patent ineligible
abstract idea), 225; see DDR Holdings, 773 F.3d at 1256 (noting claims
directed an abstract idea of using advertising as currency applied to a
particular technical environment of the Internet are claims “to nothing more
than the performance of an abstract business practice on the Internet” and
“are not patent-eligible”) (citing Ultramercial, Inc. v. Hulu, LLC, 772 F.3d
709, 715–16 (Fed. Cir. 2014)).
But, claim 11 further recites the additional element of “instantiating”
the selected solution by providing the service based on the selected
implementation and having the first solution executed on the cloud. Appeal
Br. iv (Claim App’x). This step in combination with the identified judicial
exception further reflects an improvement discussed in the Specification of a
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cloud provider orchestrating the multiple solutions on a single cloud (e.g.,
instantiating based on the selected implementation). See Spec. ¶ 8; see
Finjan, Inc. v. Blue Coat Systems, Inc., 879 F.3d 1299, 1303–04 (Fed. Cir.
2018) (finding virus screening by itself is an abstract idea but the recited
behavior-based virus scan “does a good deal more” and constituted an
improvement in computer functionality).
For example, the Microsoft Computer Dictionary defines (1)
“instantiate” as “[t]o create an instance of a class. See also class, instance,
object (definition 2),” 3 (2) an “instance” as “[a]n object, in object-oriented
programming, in relation to the class to which it belongs,” 4 (3) an “object”
as “[i]n object-oriented programming, a variable comprising both routines
and data that is treated as a discrete entity,” 5 and (4) a “class” as “[i]n
object-oriented programming, a generalized category that describes a group
of more specific items, called objects, that can exist within it. A class is a
descriptive tool used in a program to define a set of attributes or a set of
services (actions available to other parts of the program) that characterize
any member (object) of the class.” 6 As such, the “instantiating” step in
claim 11 involves object-oriented programming and creating a generalized
category object that further describes other objects, each object having a
variable comprising both routines and data treated as a discrete entity, based
on the selected implementation.
Thus, the “instantiating . . . the first solution providing the first
service” step in claim 11’s invention roots the claim to a computing
3

Instantiate, The Microsoft Computer Dictionary 276 (5th ed. 2002).
Instance, id.
5
Object, id. at 372.
6
Class, id. at 100.
4
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technology (e.g., object-oriented programming). Moreover, the additional
element that the “first solution [is] executed on the cloud” further roots the
noted improved features to cloud-computing technology and reflects the
noted improvement in cloud-computing technology in order to overcome a
problem specifically arising in the realm of cloud computing environment as
previously noted (see Spec. ¶¶ 7–8 (discussing the cloud commonly provides
a single service model and restricts implementation options and this
invention orchestrates multiple solutions on a single cloud)). See DDR
Holdings, 773 F.3d at 1257; see Reply Br. 10–11.
As for independent claims 1 and 6, these claims recite “a first service
to be executed in a cloud” but do not recite an “instantiating” function.
Appeal Br. i–ii (Claims App’x). However, claim 1 recites other additional
elements, namely “a cloud orchestration system,” “a processor,” “a nontransitory storage medium,” “a first service to be executed in a cloud,” “the
different implementations of the first solution comprising a software as a
service (SaaS) implementation of the first solution, a platform as a service
(PaaS) implementation of the first solution, and an infrastructure as a service
(IaaS) implementation of the first solution,” “an endpoint,” and “the first
service to allocate a resource of the cloud based on the configuration
information and the selected information.” Appeal Br. i (Claim App’x).
These additional elements necessarily root claim 1’s solution in
computer technology to overcome the above-noted problem arising in the
cloud computing and apply the identified judicial exception in some
meaningful way beyond generally linking the use of the judicial exception to
a particular technology. For example, claim 1 recites “communicate with an
endpoint of the first service based on the selected implementation . . . , the
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first service to allocate a resource of the cloud based on the configuration
information and the selected implementation,” which roots the noted
improved features to cloud-computing technology and further reflects the
noted improvement by allocating resources “based on the selected
implementation” to overcome a problem specifically arising in cloud
computing. See DDR Holdings, 773 F.3d at 1257. The Specification
supports this determination, indicating a resource (e.g., a container or
application) is allocated to the selected solution through an endpoint (e.g., an
interface) based on the selected implementation. See Spec. ¶¶ 9, 20, 29, 37;
see Reply Br. 11. Claim 6 also recites similar limitations. Appeal Br. ii
(Claims App’x).
Additionally, claim 1 recites the recited “different implementations of
the first solution” used by the first service “to allocate a resource”
comprising SaaS, PaaS, and IaaS implementations. These additional
elements that implement the selected solution using SaaS, PaaS, and IaaS,
also directs claim 1 to a specific implementation of a solution to the
above-identified problem in the cloud computing arts. See Enfish, LLC v.
Microsoft Corp., 22 F.3d 1327, 1339 (Fed. Cir. 2016); see also Finjan, 879
F.3d at 1305.
For the above reasons, the additional recited elements in claims 1, 6,
and 11—considered individually and as an ordered combination—integrate
the identified judicial exception into a practical application.
Alice Step Two
Although we determined above that the additional recited elements in
claims 1, 6, and 11—considered individually and as an ordered
combination—integrate the identified judicial exception into a practical
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application, we add the following to support further that claims 1, 6, and 11
is directed to patent eligible subject matter. DDR Holdings explains, “claims
[can] recite an invention that is not merely the routine or conventional use of
the Internet” “when the limitations of [a] patent’s asserted claims are taken
together as an ordered combination.” DDR Holdings, 773 F.3d at 1259. For
example, the claims in DDR Holdings “specify how interactions with the
Internet are manipulated to yield a desired result—a result that overrides the
routine and conventional sequence of events ordinarily triggered by the click
of a hyperlink.” Id. at 1258. These claims in DDR Holdings were found to
“recite a specific way to automate the creation of a composite web page by
an ‘outsource provider’ that incorporates elements from multiple sources in
order to solve a problem faced by websites on the Internet,” amounting to an
inventive concept for resolving a problem particular to the Internet. Id. at
1259.
Similarly here, the additional elements in claims 1, 6, and 11 taken
together as an ordered combination amount to an inventive concept
resolving a problem particular to cloud computing. As explained above, the
Specification states cloud provides “commonly provide applications based
on a single service model.” Spec. ¶ 7 (emphasis added). Claim 11, on the
other hand, provides “[a] cloud provider [that] can orchestrate multiple
service solutions based on the implementations options available for the
solution” and “multiple solutions on a single cloud.” Id. ¶ 8. Claim 11’s
additional elements taken together as an ordered combination therefore
recite an invention that is not merely a routine and conventional use in cloud
computing. The additional elements in claim 11 also include specific
interactions with the cloud that permit a user to select a particular solution
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from a plurality of solutions and a particular implementation from a plurality
of implementations for the selected solution to yield a desired result that fits
a customer’s desires (see id.), which differs from the common manner of
providing service solutions on the cloud as the Specification explains. We
therefore determine that claim 11’s additional elements collectively amount
to an inventive concept for resolving a problem particular to cloud
computing. See DDR Holdings, 773 F.3d at 1259. Claim 1’s and claim 6’s
additional elements, likewise, taken as an ordered combination recite an
invention that is beyond the routine and conventional use of cloud
computing for similar reasons to claim 11.
We further note “an inventive concept can be found in the nonconventional and non-generic arrangement of known, conventional pieces.”
Bascom Global Internet Srvs., Inc. v. AT&T Mobility LLC, 827 F.3d 1341,
1350. Based on the above discussion related to improving on the common
technique for providing services in cloud computing, the additional elements
in these claims can be also be viewed as going beyond well-understood,
routine, and conventional cloud computing activities. 7 See id. at 1348. As
such, the additional elements in claims 1, 6, and 11 as an ordered
combination can also be viewed as amounting to a non-conventional and
non-generic arrangement of known, conventional pieces, which add
significantly more than the abstract idea to provide an inventive concept

7

That Odenheimer may teach centralizing selected implementations to
orchestrate multiple solutions on a cloud, as discussed below, does not belie
this point. See Return Mail, Inc. v. United States Postal Service, 868 F.3d
1350, 1370 (Fed. Cir. 2017) (stating “§ 101 subject-matter eligibility is a
requirement separate from other patentability inquiries.”).
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under Alice/Mayo step two. See Alice, 573 U.S. at 221; see also Guidance,
84 Fed. Reg. at 56.
Accordingly, we are persuaded that the Examiner erred in rejecting
(1) claims 1, 6, and 11, and (2) dependent claims 2–5, 7–10, 12, and 16–25
under 35 U.S.C. § 101.

OBVIOUSNESS REJECTION OVER ODENHEIMER AND KAMPAS
Claims 1–6, 11, 12 and 16–19
Claims 1–12 and 16–23 are rejected under 35 U.S.C. 103 as being
unpatentable over Odenheimer (US 2012/0054626 Al, published Mar. 1,
2012) and Kampas (US 2012/0124211, published May 12, 2012). Final Act.
3–16. Appellant argues claims 1–5 and 16 as a group and repeats the
arguments related to claim 1 for claims 6, 11, 12, and 17–19. Appeal Br.
6–11. We select claim 1 as representative of claims 1–6, 11, 12, and 16–19.
See 37 C.F.R. § 41.37(c)(1)(iv).
Regarding claim 1, the Examiner found Odenheimer teaches many of
claim 1’s limitations, including “each solution . . . including a respective
plurality of different implementation options.” Final Act. 3–5 (citing
Odenheimer ¶¶ 20–21, 29–31, 40, 45, 49, Fig. 4); Ans. 8–9 (further citing
Odenheimer ¶¶ 4, 25). The Examiner turned to Kampas in combination with
Odenheimer to teach or suggest the “communicate” limitation in claim 1.
Final Act. 5 (citing Kampas ¶¶ 11–12, 66, Fig. 6).
Appellant argues Odenheimer teaches IaaS, PaaS, and SaaS provides
implementations of different cloud “services (solutions)” rather than
different implementations of the first solution as recited. Appeal Br. 7–9
(citing Odenheimer ¶¶ 20–21, 29–31); Reply Br. 13–15. Appellant also
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argues Odhenheimer’s discussion of service 180, which provides a PaaS or
IaaS, addresses a cloud service provider shown in Figure 1 providing two
different services. Id. at 9 (citing Odenheimer ¶¶ 29, 30, and 40). Appellant
further contends Kampas does not remedy the alleged deficiencies in
Odenheimer. Id.

MAIN ISSUE
Under § 103, has the Examiner erred in rejecting claim 1 by finding
that Odenheimer and Kampas would have taught or suggested “a plurality of
solutions providing different services, each solution . . . including a
respective plurality of different implementation options”?

ANALYSIS
We begin by construing the disputed limitation of claim 1 reciting “a
plurality of solutions providing different services, each solution . . .
including a respective plurality of different implementations . . . .” Appeal
Br. i (Claims App’x). The Examiner “interpreted the ‘solution’ as a cloud
service that can be implemented in cloud platforms such as IaaS, PaaS, and
SaaS to provide cloud services.” Final Act. 3; see Ans. 8. The Examiner
further provided examples of “services” to include “developing a software,
SAP business byDesign etc.” and “these different services can be provided
via PaaS, SaaS, and IaaS platforms.” Id. (citing Odenheimer ¶¶ 002–0031).
Although Appellant acknowledges this interpretation, Appellant does not
address whether the recited “service” includes developing software or using
an application, such as SAP’s Business byDesign, as the Examiner found.
See Appeal Br. 8; see Reply Br. 13–14.
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Based on the record, we find the Examiner’s position consistent with
the Specification. The Specification states “[a] service . . . is any appropriate
supplying of communication, transmissions, software, storage, or any other
product, resource, or activity that is capable of executing on a network of
electronic devices.” Spec. ¶ 6. Thus, the phrase “a first service” in claim 1
construed broadly, but reasonably in light of the disclosure encompasses
many hardware and software functions, including communication,
transmission, and storage, as well as providing software or a product/activity
executable in a device network. See id. Additionally, the broadest
reasonable construction of “a plurality of solutions providing different
services,” including “the first solution providing a first service,” in claim 1
are solutions that provide one of the above-noted features (e.g.,
communication, software, or a product/activity executable in a device
network). See id. ¶¶ 6, 9–10; see In re Am. Acad. of Sci. Tech Ctr., 367 F.3d
1359, 1364 (Fed. Cir. 2004) (citation omitted).
Turning to Odenheimer, this reference teaches or suggests the recited
“plurality of solutions providing different services, each solution . . .
including a respective plurality of different implementation options.” The
Examiner relies on several passages in Odenheimer to teach this feature.
Final Act. 4 (citing Odenheimer ¶¶ 20–21, 29–31, 40); Ans. 8–9 (further
citing Odenheimer ¶¶ 4, 25). For example, Odenheimer teaches a cloud
computing, including “enabl[ing] a user at a client computer to access
computing resources provided by a service,” the computer resources
“includ[ing] hardware (e.g., computing capability, storage, etc.), software
(e.g., operating systems, end-user software applications, etc.), and a
combination of both.” Odenheimer ¶ 4. Further examples of services
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provided are described in Odenheimer. Id. ¶¶ 29 (describing selecting a
development system used to develop software systems, such as a Linux
system), 31 (describing selecting an end-user software application, such as
SAP Business byDesign), 39 (describing developing end-user applications),
40 (describing developing an application). As such, Odenheimer teaches
and suggests a system where a user can select: (1) accessing hardware (e.g.,
storage), (2) accessing software (e.g., end-user applications), and (3)
developing a software system or an end-user application to name a few.
Odenheimer therefore at least suggests a cloud computing system that
enables a user to select “a plurality of solutions providing different services”
as claim 1 broadly recites.
Likewise, Odenheimer’s cloud service provider 180, discussed in
cited paragraphs 20, 21, 25, and 40 (Final Act. 4; Ans. 8–9), enables a user
to select and access storage, end-user applications, and other products
executable in a device network (i.e., “a plurality of solutions providing
different services”).
Odenheimer further teaches and suggests a solution to a service
includes “different implementation options,” including SaaS, PaaS, and
IaaS, as recited in claim 1. See Final Act. 4 (citing Odenheimer ¶¶ 20–21,
29–31, 40). In particular, Odenheimer teaches enabling selection of IaaS,
PaaS, and/or SaaS through provisioning layer 160 and cloud service provider
180. Odenheimer ¶¶ 20, 25, 34, 36. As an example, Odenheimer describes
a service of hosting software that includes selecting a hardware/software
stack, including selecting or implementing PaaS only. Id. ¶ 30. Similarly,
Odenheimer describes hosting/maintaining software, such as a company
application (e.g., a service), by implementing both PaaS and IaaS to increase
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database and operating system flexibility due to the limitations of given
PaaS stack (e.g., hardware/software stack). Id. ¶ 40; see also id. ¶ 30
(discussing selecting PaaS and “an IaaS package” when hosting software).
Odenheimer thus suggests two different implementations (e.g., PaaS only
and combined PaaS/IaaS) for a service (e.g., hosting/maintaining software).
Odenheimer suggests other services (e.g., hosting other software or
developing end-user applications) can be provided using or implementing
pure IaaS, pure PaaS, PaaS and IaaS, pure SaaS, SaaS and PaaS, and SaaS,
PaaS, and IaaS. See id. ¶ 25, 29, 31, 36, 39, 40.
Thus, although provider 180 provides different services as discussed
in Odenheimer’s paragraphs 29 and 30, the above illustration demonstrates
the cited passages in Odenheimer by the Examiner, when viewed as a whole,
do not only describe different implementations of different services as
alleged. See Appeal Br. 8–9; see Reply Br. 13–16. Rather, Odenheimer at
least suggests “a plurality of solutions providing different services, each
solution . . . including a respective plurality of different implementation
options,” as claim 1 recites.
Lastly, Appellant asserts the Examiner erred in finding Odenheimer
teaches the following limitations
cause presentation, by a marketplace, of a plurality of solutions
providing different services, each solution of the plurality of
solutions including a respective plurality of different
implementation options;
receive user selection of a first solution of the plurality of
solutions, the first solution providing a first service to be
executed in a cloud, the first solution comprising a specific set
of operations accessible by a user;
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for the first solution, receive an implementation selection
responsive to selection by the user of a selected implementation
from a plurality of different implementations of the first
solution providing the first service, the different
implementations of the first solution comprising a software as a
service (SaaS) implementation of the first solution, a platform
as a service (PaaS) implementation of the first solution, and an
infrastructure as a service (IaaS) implementation of the first
solution.
in claim 1. Appeal Br. 6–7; Reply Br. 12. Except as noted above, Appellant
does not address the above recitations with any specificity, and this mere
assertion is not considered a separate argument for patentability. See In re
Lovin, 652 F.3d 1349, 1357 (Fed. Cir. 2011).
For the foregoing reasons, Appellant has not persuaded us of error in
the rejection of independent claim 1 and claims 2–6, 11, 12, and 16–19,
which are not argued separately.
Claims 7–9
Claim 7 depends from independent claim 6 and further recites “the
instructions are executable by the system to: identify the endpoint to
communicate with based on information collected, the information collected
including information of the selected implementation and the configuration
information.” Appeal Br. iii (Claims App’x). Claims 8 and 9 depend
ultimately from claim 7 and are not separately argued. Id. at 11–12. We
select claim 7 as representative. See 37 C.F.R. § 41.37(c)(1)(iv).
The Examiner relied on Odenheimer to teach this limitation. Final
Act. 9 (citing Odenheimer ¶ 38). Appellant argues the Examiner’s rejection
does not address claim 7 and more specifically, Odenheimer’s performing a
temporary task through virtual machine access does not relate to claim 7’s
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language. Appeal Br. 11–12; Reply Br. 16–18. Appellant further asserts
Kampas does not remedy the alleged deficiencies in Odenheimer. Appeal
Br. 12.
We are not persuaded. Notably, claim 7 depends from claim 6, and
the claim 6’s rejection relies on Kampas in combination with Odenheimer to
teach the limitation “communicate with an endpoint of the first service to
allocate a resource of the cloud based on the selected implementation and
the configuration information.” Final Act. 8–9 (citing Kampas ¶¶ 11–12, 66,
Fig. 6); see Ans. 10 (noting Kampas teaches the “communicating with the
endpoint” feature in claim 6). As such, the rejection as a whole does not rely
solely on Odenheimer to teach communicating with the endpoint based on
collected information, including implementation and configuration
information.
Turning to Kampas, this reference teaches accessing resources
through a cross-platform environment, such as a portal. Kampas ¶ 66.
Thus, Kampas teaches communicating with a web-page portal and at least
suggests the portal must be identified in some manner prior to
communication (e.g., “identify the endpoint to communicate with” as recited
in claim 7). See id. Moreover, the Specification states an endpoint includes
“a server device, a server device, a virtual machine, an application, an
interface, and/or similar entity capable of receiving the information used to
configure the cloud based on the selected implementation.” Spec. ¶ 19.
Given the breadth of the term “endpoint,” we find Kampas’s portal, which
can be construed as an interface, reasonably maps to an endpoint as recited
in claims 6 and 7.
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Also, as the Examiner indicates, Odenheimer suggests identifying an
endpoint to communicate with based on the collected information. See Final
Act. 9; see Ans. 10. That is, paragraph 38 teaches accessing a virtual
machine, which is an exemplary endpoint in the Specification. Odenheimer
¶ 38; Spec. ¶ 19. And similar to our explanation related to Kampas, this
passage in Odenheimer teaches accessing (e.g., communicating with) one or
more virtual machines and therefore at least suggests the virtual machine(s)
must be identified in some manner prior to communication (e.g., “identify
the endpoint to communicate with” as recited in claim 7). We thus disagree
with Appellant that this passage does not suggest “the subject matter that is
specifically recited in claim 7.” Reply Br. 17.
For the foregoing reasons, Appellant has not persuaded us of error in
the rejection of claim 7 and claims 8 and 9, which are not argued separately.
Claim 10
Claim 10 indirectly depends from claim 6 and further recites “the
configuration payload comprises a virtual machine image based on the
configuration information.” Appeal Br. iii (Claims App’x). Claim 9, from
which claim 10 depends directly, introduces “a configuration payload.” Id.
The Examiner relied on Odenheimer to teach the features in claims 9 and 10.
Final Act. 10 (citing Odenheimer ¶ 21).
Appellant argues paragraph 21 of Odenheimer does not teach the
metadata comprises a virtual machine image as recited and Kampas does not
remedy this deficiency. Appeal Br. 13. We agree that Odenheimer’s
paragraph 21 does not discuss a virtual machine image. See Odenheimer
¶ 21.
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In the Response to Argument section of the Examiner’s Answer, the
Examiner relied on new passages in Odenheimer. Ans. 11 (further
Odenheimer ¶¶ 16, 45). More specifically, the Examiner stated Odenheimer
teaches collecting configuration and deployment information (e.g.,
metadata) to configure the selected implementation/option. Id. (citing
Odenheimer ¶¶ 21, 45). The Examiner further explained Odenheimer
teaches IaaS can be implemented by configuring a virtual machine. Id.
(citing Odenheimer ¶ 16). The Examiner concluded “it would be obvious to
have [a] virtual machine image as metadata or configuration information for
selected implementation as IaaS.” Id.
Appellant responds, stating Odenheimer’s paragraph 16 “merely
indicates that a service can be implemented using a virtual machine.
However, ¶ [0016] does not state that an image of such a virtual machine is
included in a configuration payload that is sent to an endpoint.” Reply Br.
19. We agree with Appellant.
Odenheimer teaches metadata 162 may include information related to
provisioning IaaS as well as include information associated with the
configuration and deployment. Odenheimer ¶¶ 21, 45. Odenheimer further
teaches that IaaS delivers a service as a virtualized environment
implemented on a virtual machine (e.g., a VMware stack, a XEN stack. A
Solaris-based stack, or like hypervisor being offered). Id. ¶ 16.
Collectively, these teachings at best suggest metadata may include
information related to implementing the service on a virtual machine. See
id. ¶¶ 16, 21, 45. However, there is insufficient discussion in Odenheimer
regarding what form the metadata may take, and thus, on the record,
Odenheimer fails to teach or suggest claim 10’s “configuration payload
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comprises a virtual machine image based on the configuration information.”
See Reply Br. 19 (arguing paragraph “[0016] does not state that an image of
such a virtual machine is included in a configuration payload that is sent to
an endpoint.”).
Accordingly, Appellant has persuaded us of error in the rejection of
claim 10.
Claims 20–23
Claim 20 depends from independent claim 11 and further recites
wherein a first implementation of the plurality of different
implementations of the first solution comprises a first
configuration of the different configurations of virtual
machines, and a second implementation of the plurality of
different implementations of the first solution comprises a
second, different configuration of the different configurations of
virtual machines.
Appeal Br. v (Claims App’x).
Appellant groups claim 22 with claim 20 and argues claims 21 and 23
are allowable for the same reasons as claims 20 and 1 8 respectively. Appeal
Br. 13–14. Claims 21 and 22 recite limitations similar in scope to claim 20,
and claim 23 depends from 22. Appeal Br. v–vi (Claim App’x). We thus
treat claims 20–23 as a group and select claim 20 as representative. See 37
C.F.R. § 41.37(c)(1)(iv).
The Examiner relied on Odenheimer to teach the features in claim 20,
noting paragraph 16 teaches IaaS provides a virtual machine to the end user
once configured with associated metadata and paragraph 17 teaches PaaS
provides a platform as service to allow users to develop their applications.
8

Notably, claim 23 depends from 22, which depends from claim 6 and not
claim 1. Appeal Br. vi (Claim App’x).
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Final Act. 14 (citing Odenheimer ¶¶ 16–18, 40). The Examiner elaborated
in the Answer, stating there are at least two options in Odenheimer to be
implemented as virtual machine configurations—one being IaaS
implemented as a virtual machine and the other being PaaS implemented as
a “physical computer functionality as virtual machines.” Ans. 12 (citing
Odenheimer ¶¶ 16–17).
Appellant argues Odenheimer does not teach PaaS or SaaS includes a
configuration of virtual machines. Appeal Br. 14; Reply Br. 20–21. We
agree. Odenheimer discloses implementing one service/solution as a
virtualized environment on a virtual machine using an IaaS but does not
discuss using PaaS or SaaS. 9 We further note that paragraph 17 does not
teach virtual machines, a physical computer functionality as virtual
machines in PaaS, or a different configuration of a virtual machine than that
addressed in paragraph 16. Reply Br. 21 (stating “[t]he Examiner concluded
that this is a ‘physical computer functionality as virtual machines.’ There is
. . . no support for this assertion, as ¶ [0017] of Odenheimer makes no
mention of virtual machines.”).
The Examiner relied on additional passages in the Examiner’s
Answer, asserting the teachings in Odenheimer “disclose provisioning SaaS,
PaaS, and IaaS to provide a computer functionality (e.g., hardware or
software).” Ans. 12 (Odenheimer ¶¶ 4, 15). Although discussing computing
resources as hardware, software, or some combination of both (Odenheimer
9

Notably, paragraph 16 discusses IaaS may be provided as a virtual machine
(e.g., VMware stack, a XEN stack, a Solaris-based provider) as well as
implementing “a plurality of virtual machines.” Odenheimer ¶ 16. The
Examiner does not discuss these alternative virtual machines or the plurality
of virtual machines when rejecting claim 20. Final Act. 14; Ans. 12.
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¶ 4) and discussing cloud computing system using SaaS, IaaS, and PaaS (id.
at ¶ 15), we agree with Appellant that these cited passages do not disclose
virtual machines or more specifically,
a first implementation of the plurality of different
implementations of the first solution comprises a first
configuration of the different configurations of virtual
machines, and a second implementation of the plurality of
different implementations of the first solution comprises a
second, different configuration of the different configurations of
virtual machines.
as claim 20 recites.
Given the record, we are constrained to conclude the Examiner erred
in the rejecting of (1) claim 20, (2) claims 21 and 22, which are
commensurate in scope with claim 20, and (3) claim 23, which depends
from claim 22.

OBVIOUSNESS REJECTION OVER ODENHEIMER,
KAMPAS, AND REDDY
Claims 24 and 25 are rejected under 35 U.S.C. 103 as being
unpatentable over Odenheimer, Kampas, and Reedy (US 2012/0054626 Al,
published Mar. 1, 2012) and Kampas (US 2013/0254897 Al, published
September 26, 2013). Final Act. 16–17. This rejection is not separately
argued, except to assert base claims 1 and 6 are allowable and Reedy does
not overcome the alleged deficiencies of Odenheimer and Kampas. Appeal
Br. 16. We are not persuaded of error for reasons previously presented when
addressing claims 1 and 6, for which claims 24 and 25 respectively depend.
Appeal Br. vi (Claims App’x).
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DECISION
In summary:
Claims
35 U.S.C. § Reference(s)/Basis Affirmed
Reversed
Rejected
1–12, 16–25 101
Eligibility
1–12, 16–25
1–12, 16–23 103
Odenheimer,
1–9, 11, 12, 10, 20–23
Kampas
16–19
24–25
103
Odenheimer,
24–25
Kampas, Reedy
1–9, 11, 12, 10, 20–23
Overall
16–19,
Outcome
24–25
AFFIRMED-IN-PART
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