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Administrative Patent Judges.
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Statement of the case

The Procter & Gamble Company (“applicant”), the real party in interest

(Brief, page 1), seeks review under 35 U.S.C. § 134(a) of a final rejection dated

14 October 2010.
In support of prior art rejections, the Examiner relies on the following
evidence.
2 Dec. 2008
filed
Engel et al. U.S. Patent 7,459,259 B2 29 Sep. 2004
“Engel 17 published as
2006/0068316 Al
30 Mar. 2006
Engel et al. U.S. Patent Application
“Engel 27 Publication 6 Apr. 2006
2006/0072444 Al
Aagaard et al. International Application
“Aagaard” Publication 9 June 1994
WO 94/12352
Kahn et al. International Application
“Kahn” Publication 23 Feb. 2006
WO 2006/018640 Al

Applicant does not contest the prior art status of the evidence relied upon by

the Examiner.

We mention the following additional evidence in this opinion.

LyondellBasell Hostalen ACP 5831 D Release date:
09 Dec. 2011
Aldrich Polymer Properties No date
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LyondelBasell was downloaded from the Internet on 17 January 2013:
https://polvmers.lvondetibasell.com/portal/binary/com. vignette. vps.basell.productg
rade. ProductGradelileDisplay?id=31df5¢cc1db23701 0Ven VUM 00000640613¢c 14K
CRD&type=iso

Adrich was downloaded from the Internet on 18 January 2013:

http://bluecoat-

01/7ctru=aHROcDovl 3d3dyS5zaWdtY WEsZHIpY2euY 29t 21t/ vShe3NIdHMvMz

kwMC9UaGVvbWEsX IRvY W3zaXRpb252X29mX0hvbWOwb2xSbWVveySwZ
We have jurisdiction under 35 U.S.C. § 134(a).

Rejections
Claims 1, 3-10, and 12-18 are on appeal. Brief, page 1; Answer, page 3

In the Answer, the Examiner has maintained the following rejections.

Rejection 1: Claims 1, 3-4, 6-10, 12-13, and 16-18 stand rejected under
§ 103(a) over (1) Engel 1 and (2) Khan or Engel 2. Answer, page 4.

Rejection 2: Claims 1, 3-4, 6-10, 12-13, and 16-18 stand rejected under
§ 103(a) over Engel 2. Answer page 5.

Rejection 3: Claims 5 and 14 stand rejected under § 103(a) over (1) Engel 1
or Engel 2, (2) Khan and (3) Aagaard. Answer, page 6.

With respect to Rejections 1 and 2, in the Brief applicant does not argue the
separate patentability of any dependent claim. Independent Claims 1 and 10 are
argued as a group. Accordingly, we decide Rejections 1 and 2 on the basis of

Claim 10 (reproduced below). 37 C.F.R. § 41.37(c)(1)(vii).
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With respect to Rejection 3, in the Brief applicant does not argue the
separate patentability of Claims 5 and 14 apart from arguments made in connection
with Rejections 1 and 2. Accordingly, the patentability under § 103(a) of Claims 5
and 14 stand or fall with the patentability under § 103(a) of Claim 1.

Claim 10

Claim 10, which we reproduce from page 6 of the Claim Appendix of the
Brief, reads [matter in strikethrough deleted; matter in brackets and indentation
added (see 37 C.F.R. § 1.75(1)); principal limitations in issue in italics]:

Method of processing thermoplastic material to-form-aplastic-article,’
wherein the method comprises
[1] the step of processing the thermoplastic material at a temperature
greater than the melt temperature, T, of the thermoplastic [to form a plastic
article],
wherein the thermoplastic material comprises
[1.1] apolymer and
[1.2] at least one charge transfer agent, [and]

[1.3] [a photo acid generating agent’]

' The language “to form a plastic article” is deleted here because the claims cover
two steps and the plastic article is made in the first step. The language is reinserted
in the first step.

> The language “a photo acid generating agent” has been added to provide an
antecedent for the language “wherein the photo acid generating agent comprises
...~ which appears subsequently in the claim. While Claim 10 as reproduced in
the Claims Appendix is the same as Claim 10 in the Amendment filed 27 August
2010, it is believed that the amendment omitted providing an antecedent basis for
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wherein the charge transfer agent [3.2] is substantially
colourless when neutral, but which develops colour when a charge is
acquired, [and]

wherein the photo acid generating agent [1.3] comprises a
compound selected from the group consisting of [3.1] onium type
compounds, [3.2] triazine, [3.3] phthalimide, |3.4] naphthalimide and
[3.5] carboximide compounds, and

[2] wherein the method further comprises the step of irradiating
the plastic article to colour at least a region of the plastic article.

As is apparent from footnotes 1 and 2, Claim 10 is believed to be indefinite.
However, we have set out what we believe applicant intended and will decide the
appeal on the basis of Claim 10 as reproduced above.

Analysis

Examiner’s rationale

The Examiner found that Engel | differs from the subject matter of Claim 10
in that Engel does not describe a photo acid generator (PAG) required by Claim 10.
Answer, page 5:4-5.

To overcome the difference, the Examiner cites two references. Engel 2 was
cited to show that photo acid generators within the scope of Claim 10 are known.

Answer, page 5; Engel 2, 9 0097 (Table 8). Kahn likewise was cited to show that

“the photo acid generating agent.” Claim 10 may be corrected should there be
further prosecution.
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photo acid generators within the scope of Claim 10 are known. Answer, page 5;
Kahn, page 4:25 to page 5:5.

Engel 1 describes the use of a photo acid generator. Col. 10:41-67.
Specifically described is the use of the photo acid generator 1,2,3-
trihydroxybenzene tri-phenylsulfonylester. Col. 16:24-25.

Since Engel 1 describes the use of a photo acid generator and because Engel
2 and Kahn describe photo acid generators within the scope of Claim 10, the
Examiner reasoned that it would have been obvious to use known photo acid
generators (Engel 2 and Kahn) in the process of Engel 1 which also uses a photo
acid generator. Answer page 5.

Applicant’s position

Applicant does not necessarily disagree with the Examiner’s fact-finding.
Rather, applicant takes the position that “there is no motivation to combine the
references.” Brief, page 3; Reply Brief, pages 1-2. In a post-KSR environment, we
construe applicant’s argument to be that “there is reason to use the Engel 2/Kahn
photoacid generators in the method described by Engel 1.”

Applicant’s position is bottomed on the following discussion in Engel 2
(11 0098):

As can be seen from Table 8 [not reproduced], many photoacid
generators are not stable at temperatures of greater than or equal to
about 250 °C. Of the photoacid generators tested, the only photoacid
generator stable at such temperatures was 1,2,3-trihydroxybenzene
tris-phenylsulfonylester. Due to the stability of the 1,2,3-

trihydroxybenzene tris-phenylsulfonylester, this photoacid generator
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was further tested. It was discovered that the 1,2,3-trihydroxybenzene
tris-phenylsulfonylester was able to withstand temperatures of 370 °C
during DVD injection molding (e.g., exposure to 370 °C for about 3 to
about 5 seconds in relatively anaerobic conditions).
1,2,3-trihydroxybenzene tris-phenylsulfonylester is the photoacid generator
described in the Engel 1 examples. See, e.g., Engel 1, Example 2, col. 16:24-25.

Applicant continues by noting that there is no “knowledge in the prior art
that would lead one skilled in the art seeking a photacid [photoacid] generator that
is stable at elevated temperatures to look to Khan . . . or Engel [2] ... fora
photoacid generator having that characteristic.” Brief, page 4.

Assuming the correctness of the “stability” discussion in Engel 2, the
principal issue in need of resolution is: Would it have been obvious to one having
ordinary skill in the art to use the so-called “non-stable” (at higher temperatures)
photoacid generators of Engel 2 or Kahn in the Engel 1 process?

Discussion

Engel 1 teaches that suitable thermoplastic polymers may be used in its
method. Col. 3:19 et seq. Specifically identified thermoplastics include
polycarbonate, polyacrylates, cyclic polyolefins and the like. Col. 3:38-39. Both
Engel 1 and Engel 2 exemplify their respective invention using polycarbonate.
Engel 1, col. 3:19-21; Engel 2, page 3, col. 1:1-3.

Those skilled in the art know that polycarbonates generally have a high melt
temperature (T,,). Because of the high melt temperature, Engel 1 describes
processing its polycarbonate at 280 °C (Example 3) or 265 °C (Example 4).

Engel 2 also describes an extrusion temperature of 265 °C (Example 4). However,
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other thermoplastics described as useful by both Engel 1 and Engel 2 have melt
temperatures below 250 °C. Engel 1 teaches that polyacrylates are suitable for use
in its method. Col. 3:39. Aldrich reveals the melt temperatures of various
polyacrylates, as well as high-density polyethylene (the thermoplastic described in

applicant’s examples).

Thermoplastic polymer T, (Melt temperature) in °C
tert-Butyl acrylate 193
Ethylene (HDPE) 130
Isopropyl acrylate (isotactic) 162
Methyl methacrylate (syndiotactic) 200

According to the manufacturer in 2011, Hastalen ACP5831 D polyethylene
described in applicant’s examples (Specification, pages 7-9) has a recommended
processing temperature of 180 °C to 210 °C. LyondellBasell, page 2. The 2011
recommended processing temperature is consistent with applicant’s described
processing temperature of 190 °C.

It is true that Engel 1 states that “[t]he plastic can be any injection moldable
thermoplastic capable of being injection molded at temperatures of greater than or
equal to about 250 °C . ..” Col. 4:9-11. One skilled in the art would have
recognized that Engel 1 states “can” not “must” or “shall”. A reading of Engel 1 as
a whole would reveal that the Engel 1 invention is not limited to the use of
thermoplastics which can be injection molded at temperatures equal to or greater
than 250 °C.

First, Engel 1 teaches the use of polyacrylates, which as noted above have a

T, less than 250 °C. Col. 3:39
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Second, Engel 1 sets out other criteria for suitable polymers. Col. 3:29-60.

Third, Engel 1 Claim 1 has no processing temperature limitation, whereas
Engel 1 dependent Claim 14 requires a processing temperature of 250 °C or
greater. In this respect, the Engel 1 claim format parallels that of applicant.
Applicant’s Claim 10 does not have a temperature processing limitation whereas
applicant’s dependent Claim 18 calls for processing between about 100 °C and
500 °C.?

The record reveals that the Engel 1 processing temperature is a function of
the Engel 1 thermoplastic one chooses to use. In turn, one skilled in the art would
have recognized that a photoacid generator that is not unstable at the processing
temperature would have to be used. On that basis, it is readily apparent that
applicant has used known photoacid generators (Engel 2 and Kahn) in a known
process (Engel 1) to achieve an entirely expected result (a plastic article). KSR
Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007). The reason one skilled in the
art would have found it obvious to use the Engel 2 or Kahn photoacid generators is
that those skilled in the art use known elements for their known purpose. Cf.

(1) Graham v. John Deere Co., 383 U.S. 1, 10 (1966) (Quoting Letter to Oliver
Evans (Jan. 1814), VI Writings of Thomas Jefferson, at 298 (Washington ed.):

"man has a right to use a saw, an axe, a plane separately; may he not combine their

> We will note that if some of the Engel 2 photoacid generators are unstable at
temperatures above 250 °C, then those same photoacid generators would be
unstable when used above 250 °C in applicant’s claimed process. We will assume
for purposes of deciding the appeal that one skilled in the art would have been able
to determine which photoacid generators described in applicant’s specification
could be used at temperatures below and above 250 °C.
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uses on the same piece of wood?") and (2) Dunbar v. Myers, 4 Otto (94 U.S.) 187,
195 (1876) (Ordinary mechanics know how to use bolts, rivets and screws and it is
obvious that anyone knowing how to use such devices would know how to
arranged a deflecting plate at one side of a circular saw which had such a device
properly arranged on the other side.).
Other arguments

We have considered applicant’s remaining arguments and find none that
warrant reversal of the Examiner’s rejections. Cf. In re Antor Media Corp., 689
F.3d 1282, 1294 (Fed. Cir. 2012).

Decision

Upon consideration of the appeal, and for the reasons given herein, it is

ORDERED that the decision of the Examiner rejecting the claims on
appeal as being unpatentable over the prior art is affirmed.

FURTHER ORDERED that no time period for taking any
subsequent action in connection with this appeal may be extended under 37 CFR
§ 1.136(a)(1)(iv).

AFFIRMED

cam
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