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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

Ex parte DEREK W. CARR, PETER P. EACMEN, RONNY A. PENA, and
AJAMU A. WESLEY

Appeal 2011-005816
Application 10/963,351
Technology Center 3600

Before ANTON W. FETTING, BIBHU R. MOHANTY, and
NINA L. MEDLOCK, Administrative Patent Judges.

MEDLOCK, Administrative Patent Judge.
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STATEMENT OF THE CASE
Appellants appeal under 35 U.S.C. § 134(a) from the Examiner’s final

rejection of claims 1-7 and 14-20. We have jurisdiction under 35 U.S.C.
8 6(b).

STATEMENT OF THE DECISION
We AFFIRM.!

BACKGROUND
Appellants’ invention relates to computerized business-to-business
interactions and more particularly to integrating cross enterprise business
processes (Spec., para. [0001]).
Claim 1, reproduced below, is representative of the subject matter on
appeal:

1. A method for maintaining transactional integrity in a cross-
enterprise business process management system, the method
comprising the steps of:

loading a business process execution language (BPEL)
document defining a workflow of activities and also a set of events
responsive to which a BPEL runtime engine executing in memory by
a processor of a computer selectively invokes individual ones of
already deployed Web services;

managing business transformation operations (BTOs)
varying the activities in the workflow for different ones of the
events that arise from cross-enterprise interactions in a business
transformation engine (BTE) coupled to the BPEL runtime
engine; and,

! Our decision will make reference to the Appellants’ Appeal Brief (“Br.,”
filed September 2, 2010) and the Examiner’s Answer (“Ans.,” mailed
November 24, 2010).
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e_nfo_rcing af[omicity amongst said BTOs and said cross-
enterprise interactions.
THE REJECTIONS

The following rejections are before us for review:

Claims 1-7 and 14-20 stand rejected under 35 U.S.C. § 112, second
paragraph, as being indefinite for failing to particularly point out and
distinctly claim the subject matter which applicant regards as the invention.

Claims 1-7 stand rejected under 35 U.S.C. § 101 as being directed to
non-statutory subject matter.

Claims 14-20 stand rejected under 35 U.S.C. § 102(a) as anticipated
by, or in the alternative, under 35 U.S.C. § 103(a) as obvious over Dan
(US 6,401,111 B1, iss. Jun. 4, 2002).

Claims 1-7 stand rejected under 35 U.S.C. § 103(a) as being

unpatentable over Dan.?

ANALYSIS
35 U.S.C.§ 112, second paragraph
Claims 1-7 and 14-20
We will summarily affirm the Examiner’s rejection of claims 1-7 and

14-20 under 35 U.S.C. 8 112, second paragraph, as being indefinite.

2The Examiner objected to claims 2-7 and 15-20 under 37 C.F.R. § 1.75(c)
“as being of improper dependent form for failing to further limit the subject
matter of a previous claim” (Ans. 7-8). Because this is a petitionable, not
appealable, matter under 37 C.F.R. 8 1.181, we will not address this
objection. See MPEP 8 706.01 (“[T]he Board will not hear or decide issues
pertaining to objections and formal matters which are not properly before the
Board.”); see also MPEP § 1201 (“The Board will not ordinarily hear a
question that should be decided by the Director on petition . . ..”).

3
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Appellants recite the law, complete with case citations, governing
indefiniteness, and assert that the Examiner’s analysis under 8 112, second
paragraph is subjective and “reflects more of a statement of [the] Examiner’s
intellectual capacity to understand the language of Appellants’ claims rather
than the ability of the skilled artisan to recognize the metes and bounds of
Appellants’ claims” (Br. 7-9). Yet, other than a reference to the Examiner’s
objection to the term “machine readable storage” in claims 14-20,
Appellants provide no substantive challenge to the Examiner’s
indefiniteness findings. Indeed, Appellants do not so much as mention the
other bases for the Examiner’s rejection of claims 14-20 as indefinite. Nor
do Appellants address any of the findings that are the bases for the
Examiner’s rejection of claims 1-7 § 112, second paragraph.

Because Appellants offer no substantive analysis or argument in the
Appeal Brief to show that the Examiner erred in rejecting claims 1-7 and
14-20 as indefinite, any such arguments that Appellants could have made are
waived. See 37 C.F.R. § 41.37(c)(1)(iv); see also Hyatt v. Dudas, 551 F.3d
1307, 1313-14 (Fed. Cir. 2008) (the Board may treat arguments the appellant
failed to make for a given ground of rejection as waived). Therefore, we
will sustain the Examiner’s rejection of claims 1-7 and 14-20 under 35

U.S.C. § 112, second paragraph.

35 U.S.C. 88101, 102(e), and 103(a)
Because we find that claims 1-7 and 14-20 are indefinite under
35 U.S.C. § 112, second paragraph, the rejections of claims 1-7 and 14-20
under 35 U.S.C. 88 101, 102(a), and 103(a) must fall pro forma because they

are necessarily based on a speculative assumption as to the scope of those
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claims. See In re Steele, 305 F.2d 859, 862-63 (CCPA 1962) (holding that
the examiner and the board were wrong in relying on what at best were
speculative assumptions as to the meaning of the claims and basing a
rejection under 35 U.S.C. 8 103 thereon.) We find it imprudent to speculate
as to the scope of claims 1-7 and 14-20 in order to reach a decision on the
patentability of the claimed subject matter under art and eligibility
rejections. It should be understood, however, that our reversal is based on
the indefiniteness of the claimed subject matter and does not reflect on the

merits of the underlying rejection.

DECISION

The Examiner’s rejection of claims 1-7 and 14-20 under 35 U.S.C.
8 112, second paragraph, is affirmed.

The Examiner’s rejection of claims 1-7 under 35 U.S.C. 8§ 101 is
reversed, pro forma.

The Examiner’s rejection of claims 14-20 under 35 U.S.C. § 102(a),
or in the alternative, under 35 U.S.C. 8 103(a) is reversed, pro forma.

The Examiner’s rejection of claims 1-7 under 35 U.S.C. 8 103(a) is

reversed, pro forma.

No time period for taking any subsequent action in connection with
this appeal may be extended under 37 C.F.R. 8 1.136(a)(1)(iv).

AFFIRMED
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